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DETAILED ACTION 
Status of the Application 

This Office Action is in response to applicant's response filed on 1 1/16/2005. 
Applicant's election with traverse of the restriction requirement in the reply is 
acknowledged. The traversal is on the ground(s) that there is no search burden. This is 
not found persuasive because of the following: A search for a method of achieving an 
anti-oxidant effect will not lead to the search for compounds of formula I. Furthermore, 
the process of preparing a composition in claims 12-13 simply involve mixing, which is 
prevalent in the literature. Finally, selenium is well-known in the art to have good anti- 
oxidant effects. The requirement is still deemed proper and is therefore made FINAL. 
Claims 1-18 are pending. Claims 12-17 are withdrawn from further consideration 
pursuant to 37 CFR 1.142(b), as being drawn to a nonelected invention, there being no 
allowable generic or linking claim. Claims 1-11, 18 are examined herein. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 
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Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-1 1 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1 , 1 1-14 of 
copending Application No. 10/920,202. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the claims disclose a 
composition comprising a compound of formula I, an antioxidant, and a UV filter. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections ■ 35 USC § 101 

The following is a quotation of 35 U.S.C. 101: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

The claimed invention is directed to non-statutory subject matter. Claims 1-4 are 
rejected under 35 U.S.C. 101 as nonstatutory subject matter because the claims read 
on natural products, for example quercetin and myricetin. Hand of man must be evident 
in the claimed compound or composition. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 
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Claim 1 recites the limitation "at least 2 pairs" for the compound where "at least 3 
radicals" is stated earlier. There is insufficient antecedent basis for this limitation in the 
claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country 
or in public use or on sale in this country, more than one year prior to the date of application 
for patent in the United States. 

Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Ulubelen 
etal. (Phytochemistry, 1980, vol. 19, pg. 1761-1766). 

Ulubelen et al. teach six new and nine known flavonoids, obtained from 
Neurolaena oaxacana (abstract). The specific compounds are disclosed in formulas 1-7 
and 9-14. 

Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Balentine 
et al. ("Phenolic Compounds in Food and Their Effects on Health I, 202 nd National 
Meeting of the American Chemical Soceity, New York, NY, August 25-30, 1991, 
Chapter 8, pg. 102-117). 

Balentine et al. teach that flavonoids, quercetin and myricetin, are present in 
green tea (table IV). 

Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Pratt et 
al. ("Phenolic Compounds in Food and Their Effects on Health II, 202 nd National 
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Meeting of the American Chemical Soceity, New York, NY, August 25-30, 1991 , 
Chapter 5, pg. 54-71). 

Balentine et al. disclose the following flavonoids, quercetin, myricetin (table VI), 
fisetin, and luteolin (pg. 60) as natural antioxidants (abstract). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

The factual inquiries set forth in Graham vs John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-11, 18 are rejected under 35 U.S.C. 103(a) as being obvious over Ley 
et al. (US Patent 6,265,61 1 B1) in view of Prendergast et al. (WO 01/03681 A2) and 
further in view of Jensen et al. (US Patent 2,550,255). 

The instant claims are directed to a composition comprising a compound of 
formula I, an antioxidant, and a UV filter. 
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Ley et al. teach an antioxidant composition for use in foods and cosmetics 
(abstract). Among the auxiliaries and additives, preservatives, bactericides, fungicides, 
emulsifiers, other antioxidants such as tocopherols, vitamin E, vitamin C, vitamin A (col. 
4, lines 15-49), and UV filters such as 3-(4-methylbenzylidene)-dl-camphor (col. 5, lines 
1-11) may be added in the amounts between 5-95% by weight (col. 4, lines 15-16). 

However, Ley et al. fail to disclose specifically the bactericide or fungicide of 
formula I. 

Prendergast et al. teach a composition comprising a compound of formula 1, 
where X1 = O, X2 = carbonyl, R8 = H or OH, R10 = OH, and a double bond between 
carbons 2 and 3 (pg. 4, lines 1-21). Moreover, the composition containing this 
compound can be formulated into an emulsion (pg. 28, lines 24-28) and can contain 
antioxidants (pg. 30, line 34). Compounds of formula 1 are disclosed to be used as a 
bactericide or fungicide (pg. 33, lines 26-27). 

Therefore, it would have been prima facie obvious to a person of ordinary skill in 
the art, at the time the claimed invention was made, to substitute the 
bactericide/fungicide of formula 1 as taught by Prendergast et al. into the composition 
as taught by Ley et al. 

A person of ordinary skill in the art would have been motivated to make this 
substitution because the anti-bacterial properties of the compound of formula 1 as 
taught by Prendergast et al. can be used as a preservative on foods to prevent spoilage 
and decomposition as taught by Jensen et al. (col. 1, lines 34-56). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yong S. Chong whose telephone number is (571)-272- 
8513. The examiner can normally be reached on M-F, 9-6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, SREENI PADMANABHAN can be reached on (571)-272-0629. The fax 
phone number for the organization where this application or proceeding is assigned is 
(571)-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



YSC 




